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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on October 6, 2003 is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

2. The information disclosure statement (IDS) submitted on October 10, 2003 is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner with the exception of references AG, AH, AR and AS. The references 
AG and AH were considered but will not be printed as they are duplicates of references BI and BJ 
from the IDS filed October 6, 2003. The references AR and AS were not considered for two 
reasons. First, these are not printed publications. Then the documents are heavily redacted, and 
information which may be considered material to the patentability of the current claims has been 
deleted. 

3. The information disclosure statement (IDS) submitted on January 7, 2005 is in compliance 
with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure statement is being 
considered by the examiner. The references were considered but will not be printed, as they are 
duplicates of references AO and AP from the IDS filed October 10, 2003. 

Specification 

4. The disclosure is objected to because of the following informalities: the first paragraph does 
not contain updated information concerning status of priority applications. 

Appropriate correction is required. 
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Requirement for Information 

5. An issue of public use or on sale activity has been raised in this application. In order for the 
examiner to properly consider patentability of the claimed invention under 35 U.S.C. 102(b), 
additional information regarding this issue is required as follows: in the IDS filed October 10, 2003 
Applicant submitted a redacted copy of "Molecular Devices Opposition to Motion for Preliminary 
Injunction" and declarations of Andrew R. Barron and J. Richard Sportsman, both also heavily 
redacted. These documents contain references to previously existing kinase kits, which do not use 
antibodies (page 15 of the Opposition, second paragraph). The paragraphs which discuss the 
relationship of patented claims of the ' 141 and '774 patents (which are parents of the instant 
application) to prior art have been mostly deleted (paragraphs D and E), or entirely deleted 
(paragraphs F and G). Further, parts of the Sportsman declaration which refer to previously 
available kinase kits have been deleted (page 8). Therefore, Applicant is asked to furnish the 
missing information so that the relationship of prior art to Applicant's invention can be properly 
evaluated. 

Applicant is reminded that failure to fully reply to this requirement for information will 
result in a holding of abandonment. 

Claim Rejections - 35 USC§102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-10 and 1 1-21 are rejected under 35 U.S.C. 102(b) as being anticipated by Mallia 
(U.S. Patent No. 5,527,688; cited in the EDS), as evidenced by Hawley's Condensed Chemical 
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Dictionary (page 236, 237, 12 th Edition, Van Nostrand Reinhold, New York, 1993) and Whatman 
Product Guide (pages 65, 66, 1995). 

Claims 1 and 12 will be considered together, since claim 1 is a species of claim 12. 

Regarding claims 1 and 12, Mallia teaches a fluorescently labeled peptide substrates for 
protein kinases, i.e., they are capable of being phosphorylated (col. 2, lines 11-21; col. 3, lines 13- 
16 and 26-47; col. 6, lines 17-31) and a ferric ion paper having Fe 3+ cations bound to it, where the 
cations bind the paper to the phosphorylated product (col. 2, lines 21-27; col 3, lines 18-26; col. 5, 
lines 43-66; col. 6, lines 1-14). Mallia do not specifically teach a cationic polymer, however, as 
evidenced by Hawley's Condensed Chemical Dictionary, paper is made from cellulose which is a 
polymer of glucose (page 236). The Whatman Product Guide (page 66) teaches that the 3MM paper 
is made from pure cellulose, therefore, since Mallia teaches Whatman 3 MM paper modified with 
iminodiacetic acid (col. 5, lines 56-61) to which Fe 3+ cations are bound, they inherently teach a 
polymer having multivalent cations associated with it. Mallia teaches kits (col. 4, lines 1-18). 

Regarding claims 2, 3, 10, 13 and 14, Mallia teaches Fe 3+ cations (col. 2, lines 21-27; coL 3, 
lines 18-26; col. 5, lines 43-66; col. 6, lines 1-14). 

Regarding claims 4 and 15, Mallia teaches kemptide which a substrate for protein kinase A 
(col. 5, lines 26-33; col 6, lines 18, 19), where kemptide has an amino acid sequence of LRRASLG, 
therefore by teaching kemptide Mallia inherently teaches a serine substrate. 

Regarding claims 5 and 17, Mallia teaches Fe 3+ cations chelated to the paper (col. 2, line 23). 

Regarding claims 6 and 18, Mallia teaches Whatman 3MM paper (col. 2, lines 21-27; col. 3, 
lines 18-26; col 5, lines 43-66; col. 6, lines 1-14). The Whatman Product Guide (page 66) teaches 
that the 3MM paper is made from pure cellulose. As evidenced by Hawley's Condensed Chemical 
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Dictionary, paper is made from cellulose which is a polymer of glucose (page 236), with molecular 
weight from 160 to 560 kD, anticipating the range of 5-1000 kD. 

Regarding claims 7 and 19, Mallia teaches kinases C and A and tyrosine kinases (col. 1, 
lines 56, 57; col. 3, lines 13-17). 

Regarding claims 8 and 20, Mallia teaches ATP (col. 4, lines 17, 18). 

Regarding claims 9 and 21, Mallia teaches buffer solutions (col. 4, lines 9-16). 

Regarding claim 16, Mallia teaches Whatman 3MM paper (col. 2, lines 21-27; col. 3, lines 
18-26; col. 5, lines 43-66; col. 6, lines 1-14). The Whatman Product Guide (page 66) teaches that 
the 3MM paper is made from pure cellulose. As evidenced by Hawley's Condensed Chemical 
Dictionary, paper is made from cellulose which is a polymer of glucose (page 236), therefore by 
teaching Whatman 3MM paper Mallia inherently teaches a polymer. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 1 1 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mallia 
(U.S. Patent No. 5,527,688; cited in the IDS), as evidenced by Hawley's Condensed Chemical 
Dictionary (page 236, 237, 12 th Edition, Van Nostrand Reinhold, New York, 1993) and Whatman 
Product Guide (pages 65, 66, 1995), and Strulovici (U. S. patent No. 5,759,787). 

A) Mallia teaches performing the kinases assays in centrifuge tubes, but do not teach 
multiwell plates. 



Application/Control Number: 10/609,012 



Page 6 



Art Unit: 1637 

B) Strulovici teaches assays for measuring kinase activity in solution using 
chemiluminescence and microtiter plates (col. 2, lines 66, 67; col. 3, lines 1-10), as well as 
phosphocellulose capture on microtiter plates (col. 6, lines 64-67). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to have used the microtiter plates of Strulovici in the kinases assays of Mallia. The 
motivation to do so, provided by Strulovici, would have been that using microtiter plates allowed 
automation and high-throughput screening (col. 3, lines 8-10), and processing by a computerized 
robotic system (col. 5, lines 24-42). 

Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application claim 
is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope of 
a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

11. Claims 1-6, 8, 10, 12-19 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 26-31 of U.S. Patent No. 6,689,565. 

An obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but an examined application claim is not patentably distinct from the reference 
claim(s) because the examined claim is either anticipated by, or would have been obvious over, the 
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reference claims. See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 lF.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 
645 (Fed. Cir. 1985). 

Although the conflicting claims are not identical, they are not patentably distinct from each 
other because claim 26 of the '565 patent is a species of claims 1, 7, 12, 16 and 19 of the instant 
application. Specifically, claim 26 of the £ 565 patent is drawn to a kit comprising a 
phosphorylatable compound that comprises a fluorescent label, a kinase enzyme and a polymer 
having multivalent metal cations associated therewith, wherein the metal cations bind the polymer 
to the phosphorylated fluorescent product, therefore it contains an additional limitation of protein 
kinase, resulting in claim 26 being a species of claims 1,7, 12, 16 and 1, therefore anticipating these 
claims. 

Claim 27 of the c 565 patent anticipates claims 2 and 13 of the instant application, claim 28 
of the c 565 patent anticipates claims 3, 10 and 14 of the instant application, claim 29 of the '565 
patent anticipates claims 4 and 15 of the instant application, claim 30 of the '565 patent anticipates 
claims 5 and 17 of the instant application, and claim 3 1 of the '565 patent anticipates claims 6 and 
18 of the instant application. 
12. No claims are allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Teresa E. Strzelecka whose telephone number is (571) 272-0789. The 
examiner can normally be reached on M-F (8:30-5:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Gary Benzion can be reached on (571) 272-0782. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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